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Abstract

Distinctiveness is a fundamental element of a protectable trademark, referring to its ability
to differentiate goods and services of one person from those of others and indicate the
source of origin. This component usually needs to be inherent, meaning that the trademark
should possess this characteristic at the time of filing for registration. However, certain
marks can acquire distinctiveness over time through continuous investment, advertising,
and activities carried out by the mark's owner. The stance of different countries regarding
acquired distinctiveness is not uniform, especially considering that trademarks are not of a
single type, and we are currently witnessing the proliferation of non-traditional and modern
marks that effectively serve as distinctive indicators with new approaches. This research
employs an analytical-descriptive method, along with a library and field approach, to
undertake a comparative study of this subject in selected legal systems. Ultimately, the
research concludes that the significance of these marks has become evident today,
and factors such as continuous use have been influential in establishing acquired
distinctiveness. Additionally, the sufficiency or insufficiency of each adopted criterion in
proving acquired distinctiveness appears to be dependent on the specific circumstances.
Furthermore, signs of acceptance of acquired distinctiveness can be observed in the legal
system of Iran.
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1. Generic

2. Suggestive
3. Arbitrary
4. Fanciful

5. Descriptive
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2. US Trademark act of 1946 (Lanham act)
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3. EUTMR=European Union Trade Mark Regulation
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. Distinguish

. Proposed Mark

. Trademark Distinctiveness-A Key Component of Intellectual Property Law & Brand Development,

available at:
https://www.gleamlaw.com/cannabis-law-blog/business-law/trademark-distinctiveness-branding/ (last
visited: June 29, 2022).

5. Article 1 EUTMR, and Guidelines for Examination of European Union Trade Marks, European Union
Intellectual Property Office (EUIPO), Part B, Section 4, Chapter 14 Acquired distinctiveness through
use, Territorial Aspects, p 639.
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7. Acquired Distinctiveness or Secondary Meaning
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2. In re Windsurfing chimes, C-108/97 and C-109/97, (CJEU, May 4, 1999).

3. Inre BCS, case T-137/08, (GC., Oct. 28, 2005).
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2. Platinum Home Mortgage Corp. v. Platinum Financial Group, Inc., 149 F.3d 722, (April 3, 1998).,
available at: https://www.shufirm.com/assets/files/Secondary%20Meaning%20Article%20(JTP).pdf.,
(Last visited: Nov. 8, 2022).

3. The Black & Decker Corp. and Black & Decker (U.S.) Inc., v. Michael DUNSFORD and M.D.
Enterprises, Inc., 944 F. Supp. 220, (August 6, 1996)., available at: id.

4. Spraying System Co. v. Delaver, Inc. 975 F.2d 387 (Jan. 9, 1992)., available at: id.

5. 1d and Keystone Camera Products Corp. v. Ansco Photo-Optical Products Corp., 667 F. 123 (N.D.1II
1987)., available at: id.
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3. In re Blender, case R 718/2008-4, (BOA, May 8, 2009).
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1. Evidence of Actual Confusion

2. Copying

3. Santa’s Workshop Inc. v. Sterling, 2 A.D.2d 262 (N.Y. App. Div. 1956)., available at:

https://casetext.com/case/santas-workshop-v-
sterling?sort=relevance&type=case&tab=keyword&jxs=&p=1&0q=Santa%27s%20Workshop,%20Inc.
%20v.%20Sterling&resultsNav=false (Last visited: Nov. 8, 2022).
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1. Santa’s Friendly Village.

2. M. Kramer Manufacturing Co., Inc. v. Andrews, 783 F.2d 421 (4™ Cir. 1986)., What Is Unsolicited
Feedback, available at:
https://casetext.com/case/m-kramer-mfg-co-inc-v-
andrews?sort=relevance&type=case&tab=keyword&jxs=&p=1&q=M.%20Kramer%20Manufacturing
%20v.%20An%EF%BF%BEdrews&resultsNav=false (Last visited: Nov. 8, 2022).

3. Hi-Lo Double UP Joker Poker.

4. In re Parrot Jungle, Inc. v. Parrot Jungle, Inc, 512 F. Supp. 266 (S.D.N.Y. 1981)., available at:
https://law.justia.com/cases/federal/district-courts/FSupp/512/266/2300318/ (last visited: March 25, 2022).
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